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□ Responsive to communication(s) filed on 

□ This action is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu$$ld35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3_ month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

B Claim(s) 1-20 



is/are pending in the applicat 



Of the above, claim(s). 
□ Claim(s) 



(B Claim(s) 1-20 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



. are subject to restriction or election requirement. 



Application Papers ^ A)wf t 

B See the attached Notice of Draftsperson's Patent Drawing Review^TO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ Ail DSome* [R)one of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attach men t(s) 

B Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 



□ Interview Summary, PTO-413 5nUf>K/U 
(8 Notice of Draftsperson's Patent Drawing Review^PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-95) 



Office Action Summary 



Part of Paper No. 



5 





Application/Control Number: 08/881 ,965 Page 2 

Art Unit: 2713 



1 . It is noted that the references of record from application serial number 08/1 59,665 are 
now made of record in the present application as cited in a PTO-892 form currently provided to 
the applicant. However, since it is apparent that the applicant already has the references, copies 
will not be provided. 

2. Applicant is reminded of the continuing obligation under 37 CFR 1 .56 to timely apprise 
the Office of any litigation information, or other prior or concurrent proceeding, involving Patent 
No. 5,416,520, which is material to patentability of the claims under consideration in this reissue 
application. This obligation rests with each individual associated with the filing and prosecution 
of this application for reissue. See MPEP §§ 1404, 1442.01 and 1442.04. 

3 . The offer to surrender the Letters Patent No. 5,4 1 6,520 granted May 1 6, 1 995 is 
acknowledged. However, the applicant is reminded that the original patent or declaration as to its 
loss must be submitted prior to allowance. 

4. This application is objected to under 37 CFR 1 . 1 72(a) as the assignee has not established 
its ownership interest in the patent for which reissue is being requested. An assignee must 
establish its ownership interest in order to support the consent to a reissue application required 
by 37 CFR 1. 772(a). The submission establishing the ownership interest of the assignee is 
informal. There is no indication of record that the party who signed the submission is an 
appropriate party to sign on behalf of the assignee. 37 CFR 3.73(b). 

A proper submission establishing ownership interest in the patent, pursuant to 37 CFR 
1.172(a), is required in response to this action. 
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5. The submission establishing ownership interest was signed by applicant's attorney. An 
attorney or agent of record is not authorized to sign a submission establishing ownership interest, 
unless he/she has been established as being authorized to act on behalf of the assignee. See MPEP 
§J24^ 

6. It would be acceptable for a person, other than a recognized officer, to execute a 
submission establishing ownership interest, provided the record for the application includes a 
statement that the person isempowered to sign a submission establishing ownership interest 
and/or act on behalf of the organization. 

Accordingly, a new submission establishing ownership interest which includes such a 
statement above, will be considered to be executed by an appropriate official of the assignee. A 
separately filed paper referencing the previously filed submission establishing ownership interest 
and containing a proper empowerment statement would also be acceptable. 

7. The reissue oath/declaration filed with this application is defective because it fails to 
contain the statement required under 37 CFR 1.175(a)(1) as to applicant's belief that the original 
patent is wholly or partly inoperative or invalid. See 37 CFR 1.175(a)(1) and see MPEP § 1414. 

8. The reissue oath/declaration filed with this application is defective because it fails to 
identify at least one error which is relied upon to support the reissue application. See 37 CFR 
1.175(a)(1) and MPEP §J414^ 

9. The reissue oath/declaration filed with this application is defective because it fails to 
contain a statement that all errors which are being corrected in the reissue application up to the 
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time of filing of the oath/declaration arose without any deceptive intention on the part of the 
applicant. See 37 CFR 1.175 and MPEP § 1414. 

10. Claims 1-20 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion above in this 
Office action. 

1 1 . Claim 14 is rejected under 35 U.S.C. 251 as being an improper recapture of claimed 
subject matter deliberately canceled in the application for the patent upon which the present 
reissue is based. As stated in Ball Corp. v. United States, 221 USPQ 289, 295 (Fed. Cir. 1984): 

The recapture rule bars the patentee from acquiring, through reissue, claims that are of the same or broader scope 
than those claims that were canceled from the original application. 

Claim 14 is broader in scope and recaptures the claimed limitations from canceled claim 9 of 
application 08/159,665. 

12. Claim 20 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

At claim 20, line 7, 'the one or more characteristics" shows no clear antecedent basis. 
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13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Chambers IV discloses a fast data compressor with direct lookup table indexing into 
history buffer. 

Haskell et al discloses a coded domain picture composition for multimedia 
communications systems. 

Fujinami discloses a video signal encoding in accordance with stored parameters. 

14. Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 



Washington, D.C. 20231 



or faxed to: 



(703) 308-9051, (for formal communications intended for entry) 
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Or: 

(703) 308-5359 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington. VA., Sixth Floor (Receptionist). 

15. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Richard Lee whose telephone number is (703) 308-6612. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 305-9600. 
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Richard Lee/rl 
1 1/3/99 



